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A request foi- continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application March 12, 2007,:after final : ; 
rejection. Since this application is eligible for continued examination xinder- 37 • 
CFR 1 . 1 14, and the fee set forth in 37 CFR 1 . 1 7(e) has been timely paid, the fmahty of 
the previous Office Action has been withdrawn pursuant to 37 CFR 1.114. 

The examiner acknowledges the Amendment filed March 12, 2007 comprising 
the amendment's to the claims and REMARKS. Claims 1, 2, 30 and 31 have been 
amended; the amendment has been entered. Claims 4-8, 10-19. 23-24 and 26-27 were 
previously canceled. Claims 1-3, 9, 20-22, 25, 28-31 are pending. 

Detailed Action 
35 use 112, second paragraph 

Claims 1, 2, 3, 20-22, 25 and 29-31 remain rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. The claims recite the 
phrase "hybridizes under stringent conditions" and "stringent washing conditions" which 
being indefinite, renders the claim indefinite. There are many s6ts of: hybridization 
conditions in the prior art that are used for identifying DNA molecules by hybridization, 
and the choice of a particular set depends on the experimenter and the experimental 
problem at hand. Different hybridization conditions lead to different selection of DNA 
molecules. The claims do not explicitly state the conditions which Applicants call 
"stringent". 

Response to AoDlicants arguments 
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Applicants in their current REMARKS (page 6, the last line) argue, i 

"The specification as filed provides details as to how this phriase [stringent 

hybridization and stringent washing conditions] is to be interpreted, see, e.g. 

page 16, lines 9-15. For exact details of these hybridization procedures, the 

specification cites Sambrook et aL, Molecular Cloning (2"*^; ed.).- Cold Spring 

Harbor Laboratory Press 1989, New York. For example Sambrook provides on 

page 9.52 a complete proteocol for stringent hybridization and stringent washing 

conditions. A copy of this protocol is attached as Exhibit 1 

Applicants' argument has been fully considered but is found; not persuasive for 
the following reasons. 

I. The specification as filed does not provide details as to how this phrase is 
to be interpreted. Page 16, lines 9-15 of the specification read as follows: 

"Standard conditions' for hybridization mean in this context the conditions which 
are generallv used by one skilled in the art to detect specificic hybridization signals and 
which are described, e.g. by Sambrook et al., 'Molecular Cloning" second edition. Cold 
Spring Harbor Laboratory Press 1989, New York. Such 'standard conditions' are 
preferably, stringent hybridization and non-stringent washing conditions, or more 
preferably stringent hybridization and stringent washing conditions: familiar to those 
skilled in the art and which are described, e.g.. in Sambrook et al [emphasize added] 

One having skilled in the art realizes that the quoted passage: of the specification 
does not provide details for stringent hybridization and stringent washing conditions 
because the phrase "familiar to those skilled in the art" is indefinite since there are many 
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sets of stringent hybridization and stringent washing conditions, and what is "familiar'' to 
one experimenter is not necessary familiar to the other. Reference to Sambrook et al. is 
used in exemplary way, thus quoting Sambrook et al. does not exclude conditions other 
than presented by Sambrook et al. 

II. As to page 9.52 of Sambrook et al., page 9.52 even does not contain the 
phrase "stringent hybridization and stringent washing conditions". It describes 
prehybridization solutions, " appropriate for the task at hand" Temphasis added], which 
are suitable " for detection of low-abundance sequences" or "for moderate- or high 
abundance sequences" . 

What task has been at Applicant's hand, and have Applicants detected low 
abundance sequences or moderate-or high abundance sequeinces? WKat have been 
conditions for hybridization and washing? 

35 U.S.C. 112 first paragraph 

Scope of enablement 

Claims 1-3, 20-22, 25, 28, 30-31 are rejected because the 
being enabling for the alcohol and aldehyde dehydrogenses of SEQ ID NO: 5, 6, 7, and 
8, is not enabling for the invention as claimed. The disclosure does not teach the 
stringent hybridization conditions and stringent washing conditions to be used in 
selection of DNA molecules of invention , claims 1-3, 20-22, 25, 28, :30-3t as amended 
are not enabled and thus rejected. In addition, claim 2 and 3 are rejected under 35 
U.S.C. 112, first paragraph, because the specification, while being enabling for the 



specification, while 
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8 (plasmids 



plasmid comprising genes encoding SEQ ID NO: 5 and SEQ ID NO: 
pSSAB201 and pSSBA201). does not reasonably provide enablement for an enzyme 
that comprises a combination of at least two amino acids sequences :each of said 
sequences being selected from the group of SEQ ID NO: 8 and SEQ ID NO: 5 and 
amino acid sequences encoded by DNA sequences hybridizing under stringent 
hybridization conditions and stringent washing conditions DNA molecules according to 
SEQ ID NO: 4 or 1 . The reasons were explained in the previous Office actions. 
Response to Applicants' arguments 

In their current REMARKS page 8, line 21 Applicants ernphasize that Sambrook, 
on page 9.47 states, that aqueous solutions and solutions of 50% formamide are both 
solvents that show excellent results, and conclude 

"Therefore, the Examiner's statement that 'the disclosure does not teach 

the hybridization conditions to be used in selection of DNA molecules of [the] 

invention' in misplaced"] emphasis and bracket are added by Applicants. 

Applicants' argument has been fully considered but is found nbt persuasive. 

I. The claims do not quote anywhere a solution containing 50% formamide or 
aqueous solutions, thus referring to them is not to the point. 

II. Sambrook et al. on page 9.47 do not refer to one set stringent hybridization 
conditions and stringent washing conditions " ready to be used. Actually they even do 
not use the phrase "stringent hybridization conditions and stringent washing conditions". 
What Sambrook et al. do is starting the page with enumerating seven respects in which 
"many methods available to hybridize" differ. After that Sambrook et al. continue: 
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"Although the choice depends to a large extent on personal preference 



[emphasis added], we offer the following guidelines for choosing among the 

various methods available." 
The disclosure is silent as to what was Applicants' personal preference, or which of the 
various methods available they have chosen. 

Conclusion 

Claim 9 is allowed for the reasons indicated by the examiner in the First Office 
Action on merits on Dec. 1 , 2004. Claims 1-3, 20-22, 25, 28-31 are rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Malgorzata A. Walicka, Ph.D., whose telephone number 
is (571) 272-0944. The examiner can normally be reached Monday-Friday from 10:00 
a.m. to 4:30 p.m. If attempts to reach examiner by telephone are unsuccessful, the 
examiner's supervisor, Ponnathapura Achutamurthy, Ph.D. can be reached on (571) 
272-1600. The fax phone number for this Group is (703) 305-3014. Any inquiry of a 



general nature or relating to the status of this application should 
Group receptionists whose telephone number is (703) 872-9306. 



Malgorzata A. Walicka, Ph.D. 
Patent Examiner 
Art Unit 1652 
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